TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON
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not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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This is a decision on an appeal fromthe exam ner’'s fina
rejection of clainms 6 through 11. No other clains are pending

in the application.

Appel lant’ s claimed invention relates to an angle joint
for chassis parts in a notor vehicle. The angle joint conprises
a housing (1), a shaft (2) attached to the housing by contour
welding (3) and a joint pivot or “inner part” (4), as it is
called in the appeal ed clains and appellant’s specification,
supported in the housing for universal novenent by an
el astonmeric body 5. The inner part and the shaft are
connectable to different chassis parts. According to the
i ndependent cl ains on appeal, nanely clains 6 and 7, the
housing is cold extruded and the shaft is forged.

A copy of the appealed clains is appended to appellant’s
brief.

The follow ng references are relied upon by the exam ner
as evidence of obviousness in support of his rejections under
35 U S.C. § 103:

Buhl 4, 883, 263 Nov. 28,

1989
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Austral i an Patent 154, 916 Jan. 15,
1953
(Al ford & Al der)

In addition, the exam ner has cited for the first time in
t he answer (see page 3) the followi ng references “as evidence
of the Oficial Notice taken in the rejection in this
exam ner’ s answer” (answer, page 3):
Hasl er et al. (Hasler) 4,618, 163 Cct. 21,
1986

R C. Dorf, Robotics and Aut omated Manufacturing, pp. 126-127
(1983)

Clainms 6 through 11 stand rejected under 35 U.S.C. § 103
as being unpatentable over the Buhl patent in view of the
Australian patent. In support of this rejection, the examn ner
st at es:

It woul d have been obvious to a person of
ordinary skill in the art at the tinme of
appellant’s invention to nodify the type of
connection of Buhl to be a contour type weld
in view of [the Australian Patent] in order to
provi de a strong, yet |ow cost connection

bet ween the shaft and housing. As concerns
the limtations of a cold extruded housing and
a forged shaft, these are product by process
limtations and are not given patentable

wei ght; the claimed subject matter is drawn to
a product, nanely an angle joint, and not a
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process of nmaking the joint. Moreover, the
exam ner takes O ficial Notice that cold
extrusion and forgi ng processes are well known
in the art, and it is possible for the housing
of Buhl to be manufactured by a cold extrusion
process and the shaft by a forgi ng process.

As evidence of the Oficial Notice taken
above, the Exam ner cites Hasler et al.
4,618,163. Hasler et al. shows autonotive
chassis in which an extruded nenber is wel ded
to a forged nenber (Col 3, lines 58-60; Col 4,
lines 1-4; Col 3, lines 24-27). As evidence
of the notivation of providing a strong, yet

| ow cost connection between the shaft and
housi ng, the [Australian] reference and the
excerpt fromthe book Robotic and Automated
Manuf acturing, is cited (enphasis in the
orignal ; answer, page 4).

We cannot sustain the appealed rejection. 1In the first
pl ace, there is no teaching in the Australian patent or any of
the other cited references, for that matter, of dividing Buhl’s
one piece housing and shaft structure (1, 2) into separate
housi ng and shaft parts and then contour wel ding those parts
together. In this regard, there is no evidence of record that
a contour wel ded connecti on between separately formed housing
and shaft parts would be stronger than the unitary connection
in Buhl’s one piece housing and shaft structure to provide the

notivation for dividing Buhl’s one piece structure into
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separate housi ng and shaft conponents and then contour wel di ng

t hose conponents together.

Furt hernore, according to the evidence presented by
appel l ant (see page 672 in volume 12 of the Encycl opedi a
Britannica), cold working alters the grain structure of the
metal to produce a finer grained netal. Thus, there is
unchal | enged evi dence that col d-extrudi ng the housing
structurally alters the housing to distinguish the final
product fromthe prior art. The nmethod |imtation of cold
extrudi ng the housing nmust therefore be given weight in
determning the patentability of the appeal ed cl ai ns under the

holding in In re Hallman, 655 F.2d 212, 215, 210 USPQ 609, 611

( CCPA 1981).

None of the applied references, nanely the Buhl and
Australian patents, teaches or suggests the concept of cold
extruding any part |let alone the housing of an angle joint as
called for in the independent clains.

We are not unm ndful of the citation of the Hasler

reference in the exam ner’s answer to support his position that
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cold extrusion and forging processes are “well known in the art”
(answer, page 4). The question presented by the appeal ed cl ai s,
however, is not whether cold extrusion and forging processes are
known in the art, for it is well established that the nere

exi stence of individual features in the prior art is not in
itself sufficient basis to render a clained invention obvious

under § 103. See Connell v. Sears, Roebuck & Co., 722 F.2d 1542,

1548, 220 USPQ 193, 199 (Fed. Cir. 1983). Instead, the question
i s whether appellant’s conbination including the cold extruded
housi ng woul d have been obvi ous under 8 103. The fact that it
may be “possible” that Buhl’s housing could be cold extruded as
di scussed on page 4 of the answer does not neke such a

nmodi fi cati on obvious. See In re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984) (“The nmere fact that the prior
art could be so nodified would not have made the nodification
obvi ous unl ess the prior suggest the desirability of the
nodi fication.”). W find no such suggestion in the prior art
cited by the exam ner.

For the foregoing reasons the exam ner’s deci sion

rejecting appealed clains 6 through 11 is reversed.
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REVERSED

HARRI SON E. McCANDLI SH )
Seni or Adm nistrative Patent Judge

)

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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